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IN THE
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FOR THE
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PACIFIC MANIFOLDING BOOK
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COMPANY, LIMITED,
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vs.

ALEXANDER LEVISON and LEVI-
SON PRINTING COMPANY,

Complainants-Appellees.

No. 2122.

BRIEF FOR COMPLAINANTS-APPELLEES.

This is an appeal from an order granting a pre-

liminary injunction. The granting or refusing of

such injunctions rests in the sound discretion of the

trial court, and the first thing to consider on this



appeal is the extent to which this Court can or will

review that discretion. Hence, we state our first

proposition in the case as follows:

ON APPEAL FROM AN ORDER GRANTING A PRELIMINARY

INJUNCTION BEFORE THE TRIAL OF THE CASE ON THE
MERITS, THE REVIEW BY THE APPELLATE COURT IS

LIMITED TO INQUIRING WHETHER THE LOWER COURT

ABUSED ITS DISCRETION IN GRANTING THE WRIT.

This arises from the settled rule that the granting

of such injunctions rests in the sound discretion of

the trial court. By such injunctions the trial court

does not undertake to determine finally the rights

of the parties, but only to preserve those rights in

statu quo until a trial on the merits can be had, at

which time they can be finally determined upon a full

hearing of all the facts in the case. Necessarily,

therefore, on principle and reason, the matter is one

of discretion.

It is not a matter of right to the applicant nor one

of compulsion on the part of the Court, but is one of

those many things which the wisdom of the law has

intrusted to the sound judgment and discretion of the

trial judge, to be exercised as he may see fit under

the disclosed circumstances and conditions of each

particular case. It is merely a provisional remedy, a

temporary one, to preserve matters in statu quo until

a future time, when, upon a full hearing, those mat-

ters can be definitely and finally disposed of.



The above stated rule was applied in the case of

Kings County Raisin & Fruit Co. vs. United States

Consolidated Seeded Raisin Company, 182 Fed., 60,

wherein his Honor, Judge Gilbert, speaking for this

court said:

"The granting or refusing of a preliminary in-

junction in such a suit ordinarily rests in the sound

discretion of the trial court, and the review thereof

by an appellate court is limited to the inquiry

whether there was abuse of discretion in granting

the writ. This rule has been so often applied by

this court, and is so well established by precedent

as to require the citation of no authorities. It is

sufficient to refer to the language of Judge Jack-

son in Blount vs. Societe Anonyme du Filtre

Chamberland Systeme Pasteur et al., 53 Fed., 98,

3C. C. A., 455:

" 'The object and purpose of a preliminary in-

junction is to preserve the existing state of things

until the rights of the parties can be fairly and

fully investigated and determined upon strictly

legal proofs and according to the course and prin-

ciples of equity. The prerequisites to the allow-

ance and issuance of such injunction are that the

party applying for the same must generally present

a clear title, or one free from reasonable doubt,

and set forth acts done or threatened by the de-

fendant which will seriously or irreparably injure

his rights under such title unless restrained.'

"See, also, the decision of this court in Jensen

Can-Filling Machine Co. vs. Norton, 64 Fed.,



662, 12 C. C. A., 608, and Southern Pacific Co.

vs. Earl, 82 Fed., 690, 27 C. C. A., 185."

STATEMENT OF FACTS.

The complainant corporation, Levison Printing

Company, is a local company engaged in the manu-

facture of triplicate manifolding books covered by

t3ie reissued letters patent, No. 12,005, issued on July

I, 1902, to the complainant, Alexander Levison. The

application for the original patent, of which the

patent in suit is a reissue, was applied for on Decem-

ber 4, 1901.

The defendant, Pacific Manifolding Book Com-

pany, a Nevada corporation, was originally controlled

by local parties. About the time of its organization,

a portion of its stock was purchased by the Carter-

Crume Company (Rec. p. 97). This latter company

owned various and sundry patents on .manifold books

and the Pacific Company was licensed under such

patents. In October, 19 10, all the stock of the Pacific

Manifolding Book Company was purchased by the

defendant. Pacific Burt Company, a corporation or-

ganized under the laws of Canada. Since that date,

the Pacific Company has ceased doing business, al-

though its name is used by the Pacific Burt Company

in the carrying on of the latter's business. The

Pacific Burt Company operates, as licensee, under

patents owned by the American Sales Book Com-



pany, which does the largest business in sales books

and manifolding books in the United States. The
American Sales Book Company is a successor in in-

terest of the Carter-Crume Company. There is an

agreement now in force between the defendant, Pa-

cific Burt Company and the American Sales Book

Company, whereby the business operations of the lat-

ter are restricted to territory east of the Rocky Moun-

tains and the operations of the former are restricted

to territory west of those mountains. This agreement

relates to unpatented as well as to patented books

(Rec. p. 113). From the affidavit of Charles H.

Duell, it appears that he is counsel in patent mat-

ters, for both the American Sales Book Company

and the Pacific Burt Company, Limited (Rec. p.

68). We have disclosed the close relations existing

between these two corporations, the largest in the

United States in their particular line of business, be-

cause the principal prior uses relied on are books

alleged to have been sold by the predecessors in in-

terest of the American Sales Book Company.

Infringement is not denied. One of the infringing

books, made and sold by the defendants, accompanies

the affidavit of Theodore Berling and is identified by

the following inscription thereon: "Purchased Octo-

ber 7, 191 1, from Smith Bros, by T. Berling" (Rec.

p. 24). "Smith Bros.", a retail firm doing business

in Oakland, purchased this book from the defendants.

By referring to this book, it will be noted that de-



fendants were not content with simply infringing upon

the complainants' patent, but deliberately endeavored

to palm off their books as those of the complainants'

manufacture. It is but necessary to compare the

cover design on the said Berling exhibit book with

that on complainants' book, an exhibit in the case,

to perceive at a glance, that defendants intentionally

and designedly simulated complainants' cover design

as closely as possible. In his affidavit, Mr. Alex-

ander Levison charges the defendants with having

deliberately resorted to such fraudulent practice and

unfair competition in an effort to trade on the repu-

tation of the complainant corporation (Rec. p. 22).

These charges are passed by in silence. Defendants

evidently thought the less said about the matter the

better. Although the foregoing facts might not be

deemed material on final hearing, they are entitled

to the utmost consideration on a motion for a pre-

liminary injunction heard upon affidavits. At the

very outset, defendants w^re proven guilty of unfair

tactics. Such being true, their representations were

not entitled to the same weight they otherwise would

have. The lower court was entitled to consider these

facts in exercising its discretion.

ARGUMENT.

We will discuss the various defenses in the order

in which they are taken up in opposing counsel's

brief.
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The various alleged prior uses are discussed by Mr.
Alexander Levison in his affidavit in the same order

in which they are referred to in counsel's brief. As

Mr. Levison's statements are a complete answer to

the contentions of opposing counsel in respect to such

alleged uses, we shall simply quote the following

from such affidavit:

SACS BOOK.

''The existence of this book is sought to be estab-

lished by the affidavit of George C. Henning. That

gentleman testifies that in 1887 he was a member

of the firm -of Sacs & Co., of Washington City, and

on June i8th, 1887, wrote a letter to Carter & Co.

enclosing a sample check-book which he was think-

ing of getting up, and asked for a cost estimate on

the same. This sample check-book is attached to

his affidavit and is nothing more than several loose

sheets of paper stuck together by an ordinary pin

with certain directions as to manufacture. It is not

a bound book and has no carbon sheet attached, but

has written on the first leaf that that leaf is in-

tended to be a carbon. Nothing whatever is said

about carbon sheets being bound in to form a book,

and the only reference to a carbon sheet is the writ-

ing on the first sheet to the effect that it is intended

to be a carbon sheet, which sheet is simply at-

tached by an ordinary pin to the other sheets.

There is no evidence to show what, if anything, was

done by Carter & Co., relative to this letter and the
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sample which was enclosed therein. If Carter & Co.

answered the letter, or furnished any estimate, or

made up any sample book for inspection, we do not

know, as the record is silent on that subject. But

Mr. Henning then proceeds to say that on February

4, 1887, he wrote another letter to Carter & Co.

which is attached to the affidavit, ordering 4,000

books at 3 cents each, with single carbon paper car-

bonized on both sides as per sample, etc. It will

be observed that this order does not describe the

books except as "per sample," and as the sample

is not produced, it is. impossible for us to ascertain

from the order the character of the books. Mr.

Henning then says that the order in question was

filled, and that the books in question were the

same as the book marked "Defendants' Exhibit Sacs

& Co. Book." This exhibit, therefore, is claimed

to represent the 4,000 books said to have been covered

by the order of February 4, 1887. It is not pretended

that this exhibit is one of those identical books, nor

that it was made at the time in question to represent

one of them. There is no evidence in the record to

show definitely when this exhibit was made. Cer-

tainly it was not made prior to December 9, 1890, be-

cause it bears on its face in printing a patent mark

of that date. Mr. Henning does not undertake to

say when the book was made or when he first used it,

but contents himself with saying that the 4,000 books

ordered were the same as the exhibit. In this state-



ment he relies upon his mere recollection as to a

matter which occurred a quarter of a century ago,

Mr. Henning then proceeds to say that on Sep-

tember i;, 1887, he wrote another letter to Carter &
Co., enclosing sample of a book they wanted made,

and asking for an estimate as to cost. This letter

is attached to his affidavit. Nothing is said in the

letter as to the character of the book further than

that there were to be fifty triplicates in a book.

Whether there were to be any carbons connected

or whether it was to be a bound book, does not ap-

pear in the letter. He does not state that any reply

was received to said letter, but says that he must

have received a reply as his letter to Carter & Co.

bears a stamp stating that it was answered Septem-

ber 7, 1887, and he also says that they must have

quoted a lower price on 10,000 books, because the next

thing we find is a letter from Sacs & Co. to Carter

& Co., dated September 17, 1887, ordering from that

Company 10,000 books at 2>4c each. This letter is

also attached to the affidavit. He also says that these

10,000 books were the same as defendants' exhibit

"Sacs & Co. Book." He says that he is informed

and believes that these books were shipped on Octo-

ber 19, 1887, and he further believes that they were

paid for, because it was the usual custom of his firm

to pay their bills promptly, and he also says that he -

believes the book marked "Defendants' Sacs & Co.

Book" is in all respects like the ones furnished be-
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cause they bear the imprint of Sacs & Co. and the

subject matter is the same as used by that company.

It will be seen from the fores^oing that the affidavit

wholly fails to establish the date when the defend-

ants' exhibit Sacs & Co. Book was made, though it

does appear that it could not have been made prior

to December 9, 1890, some three years after the date

of the alleged sale, and it further appears that as to

the character of this 1887 book, Mr. Henning relies

merely upon his personal recollection, and as to the

10,000 books alleged to have been sold afterwards in

September, 1887, Mr. Henning does not undertake

to be positive but merely alleged that he is informed

and believes they were shipped on October 19, 1887,

and that he is informed and believes they were paid

for on November i, 1887, and he believes they were

paid for because it was their custom to pay all their

bills promptly, and he also believes they were like

the exhibit in question because they bear the im-

print of his firm and the subject matter is the same

as used by the firm.

There is no evidence in the record to corroborate

the facts stated by Mr. Henning in reference to the

Sacs & Co. book, unless it be an attempt on the part

of Walter Greig, whose affidavit we now consider.

That gentleman is assistant manager of the American

Sales Book Co., Ltd., and is the real party in interest

in this case. That from March, 1885, to the fall of

1886, he was employed by Carter & Co., and since
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1 888 he has been in the employ of various successors

of that company. From the fall of 1886 to 1888, he

does not tell us where he was employed, but so far as

the affidavit shows he was not employed during that

tim.e by Carter & Co. Consequently, he can have no

personal knowledge of what Carter & Co. did during

that period of time, and, therefore, has no personal

knowledge of the sale of the triplicate books to Sacs

& Co. in 1887, referred to by Mr. Henning. He says,

however, that he has a reputation of being a "walking

encyclopedia" on things connected with the manifold

business, and he accordingly proceeds to tell of things

occurring in 1887 when he was not there, but quali-

fies his statements as being "shown by the records

of our company." Such statements are, of course,

hearsay, but he says that the records of Carter &
Co. for the year 1887 show that under date of

January 18, the letter referred to by Mr. Henning was

received, and annexed to the letter is a sample of

the device which Mr. Henning was thinking of get-

ting up. He says the records of the company show

the letter from Sacs & Co. dated February 4, 1887,

ordering 4000 books "as per sample," and he adds

that this sample "evidently was a sample made in

accordance with the desired book referred to in their

letter of January i8th." This, of course, is a mere

surmise on his part, there being no evidence on the

subject. He adds that he cannot find amongst the

records the sample book referred to, but he does find
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that on February 23, 1887, Carter & Co. shipped to

Sacs & Co. 4,104 triplicate books for which they

paid March 8, 1887; and he finds another letter

from them dated September 5, 1887, which states

that it encloses sample of a book they want, and asks

for an estimate. He says that the letter-book of Car-

ter & Co. shows that on September 7, 1887, they of-

fered to furnish the 10,000 books for 2^c each, and

he then proceeds to say:

"This sample book was a manifold book com-

prising in order a double carbon sheet and a

plurality of recording sheets, the record sheets

outside the stub being divided into three sub-

stantially equal separable parts, and a carbon

sheet extending over and covering two of said

parts, the recording sheets having stubs to which
they were attached along lines of perforations,

the stubs and one end of the carbon sheet and a

stiff cardboard backing being all bound together

to form a book."

The worthlessness of this statement as evidence

will be apparent from the fact that at the time re-

ferred to, September, 1887, according to his own
statement, he was not in the employ of Carter & Co.

at all, and for that reason cannot have known the

facts which he undertakes to swear to in the above

quotation.

He then proceeds in his affidavit to say the rec-

ords show that on September 17, 1887, Sacs & Co.
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wrote to Carter & Co. ordering the 10,000 books at

a price stated, 23/2C each, and that on October 19th,

1887, Carter & Co. shipped to Sacs & Co. 10,331,

triplicate sales books, also that the ledger No. 8, of

Carter & Co. at page 611, shows the prices, and that

the books were billed October 19 and paid for No-

vember ist. It will be observed that all of these

statements are merely to the effect that the records

of Carter & Co. show the facts referred to. At the

latter part of his affidavit, on page 6, Mr. Greig

undertakes to identify the defendants' exhibit Sacs

& Co. book. In that behalf he says he finds (pre-

sumably from the records of Carter & Co.) that on

April 26, 1892, the firm shipped to Sacs & Co.

10,091 triplicate books at 2^^ c each, in an order de-

signated on the books as order 28,350, and that 5,000

of these books were white and 5,000 were yellow, two

carbons being inserted in each book, and double car-

bons being used. The shop records of Carter & Co.

relating to the manufacture of these 10,000 books are

produced, and the witness says that the defendants'

exhibit Sacs & Co. book "is either one of the books

of this order which we retained or is in all respects

the same, because the proof sheet which was O.K.-ed

is the same as the record sheets of the exhibit book,

having the same printing thereon, and the jfiles from

the shipping, bindery and press-rooms which relate

to this order further identify it. I produce these
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various records and have marked my initials upon

them."

Upon referring to "these various records," which

he produces, consisting of a proof sheet and the files

from the shipping, bindery and press-rooms relating

to this order, it is apparent upon the face thereof that

the witness is wholly mistaken as will be seen by the

following observations:

1. These records prescribe that the books are to

have a manila cover which in the art means manila

paper, whereas the exhibit in question has not a

manila paper cover, but what is called in the art

a tag board cover.

2. The records say that Sacs & Co.'s advertise-

ment is to be on the back of the "duplicate"; whereas

in the exhibit itself the advertisement is not on the

back of the duplicate but on the back of the "tripli-

cate."

3. The proof sheet, which the witness said was

O.K.-ed, shows that the type matter on the copy is

different from the type matter on the exhibit, showing

that the one could not be a copy of the other.

4. And, finally, the printed matter on the proof

sheet gives the address of Sacs & Co. as "Seventh St.

and Market Space, Washington," in a certain style

of type, whereas the exhibit in question gives it as

"Seventh St. and Penn. Ave., Washington," in a
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different style of type, thus showing conclusively that

the exhibit in question was not printed from the

proof referred to.

It will thus be seen that the defendants' exhibit

Sacs & Co. book cannot possibly be one of the 10,000

book order referred to by the witness Greig, and this

leaves the defendants' exhibit Sacs & Co. book un-

proved as to date, time, place, name and circum-

stances of manufacture.

In addition to the above, there are other unex-

plained and suspicious things connected with this

Sacs & Co. book. It is bound by two metallic wire

staples, which staples appear bright, clean and prac-

tically untarnished, whereas if they had been put

there some twenty-five years ago, or even in 1892,

as suggested by the witness Greig, which is twenty

years ago, they would undoubtedly now show the

effect of age in the way of deterioration, tarnish or

rust. Furthermore, the ends of these wire staples

show a clean and untarnished cleavage surface, indi-

cating that the wire was cut not a very long time

ago, and a comparison of these wire staples with the

wire staples contained in the other exhibit produced

by defendants, to wit, the Chase & Sanborn book,

which admittedly was recently made for the purposes

of this case, will show that the wire staples in the

Sacs & Co. book appear to be as bright and untar-

nished as the wire staples in the Chase & Sanborn

book. In any event, these wire staples in the Sacs



16

exhibit book do not bear the appearance of as ancient

origin as is attributed to them by the defendant. In

this connection I state that it would be a very easy

matter to take a triplicate book which had no carbons

bound therein, such, for instance, as the Barlow

book, and remove the wire staples therefrom, insert

carbon sheets, and then rebind the book with the

carbon sheets in it in substantially the same way

as it was bound before, so as to give it all the

appearances of having been originally bound with the

carbon sheets therein. I cannot say positively that

this is what was done in this Sacs & Co. book, but

I merely point out the fact that it could have been

done by someone, and inasmuch as there is no reliable

testimony to show when this exhibit was made, or

the circumstances under which it was made, or the

person by whom it was made, I think we are en-

titled to call upon the defendants for further proof

in these respects before any credence can be given

to this exhibit.

There is another suspicious circumstance connected

with the Sacs book, which I now point out, and that

relates to the binding of the same with wire staples.

This style of binding is done by a machine known

in the art as a stitching machine. I have been en-

gaged in the printing business for twenty years

and the bookbinding business for more than twelve

years, and I am familiar with these stitching ma-

chines. These machines automatically cut the wire,
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which is fed from a reel, in definite lengths, then

form the same into a staple and drive the staple

through the sheets to be bound and clinch the ends

on the opposite side. Now, I note in defendants' ex-

hibit Sacs & Co. book, the fact that there is an imper-

fection at one end of each staple, which could only

have been caused by the adjustment and condition

of the stitching machine. By examining the exhibits

through a glass this imperfection will be clearly seen

and its character noted. Now, turning to the defend-

ants' exhibit Chase and Sanborn book, which was ad-

mittedly made a short time ago for the purpose of

this case, there appears the same imperfection in the

same end of the staple as in the defendants' exhibit

Sacs & Co. book, from which fact I deduce the con-

clusion that the two books were bound by the same

machine and at or about the same time. Such an

imperfection could have occurred only from the ad-

justment and condition of the machine caused by

wear and use, and it can not be supposed that the

adjustment and condition of the machine twenty-five

years ago, which was such as to cause this imperfec-

tion, could or would be the same at the present time.

Consequently, the two books must have been made

by the same machine and at or about the same time,

and as it is conceded that the Chase & Sanborn ex-

hibit book was made recently for the purposes of this

case, it is not reasonable to suppose that defendants'
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exhibit Sacs & Co. book, if made on the same machine,

was made twenty or twenty-five years ago.

In conclusion, I submit that the affidavits regard-

ing the form and construction of the Sacs & Co.

books, alleged to have been made in 1887, is inconclu-

sive, doubtful and wholly unsatisfactory as establish-

ing the facts sought and is not of the conclusive char-

acter required, as I am informed, by the rules of law

establishing an anticipation by prior use, and that the

matter can only be cleared up and made certain one

way or the other by examination and cross-examina-

tion of the witnesses when called on the final hearing

herein.

CHASE & SANBORN BOOK.

The theory advanced by defendant in regard to

this book is that the same was made by Carter-Crume

Co., Limited, of Niagara Falls, New York, for Chase

& Sanborn of Boston, in the spring of 1901, and it

is said that the books were first made without the

carbon sheets bound in, but on objection in that be-

half by Chase & Sanborn the books were returned

and rebound with double carbon sheets. The delivery

of said books is said to have occurred about April 6,

1901. No sample of these books is produced, but a

book has been made up recently for the purpose of

this case, and is said by the witness Greig to repre-

sent the Chase & Sanborn book as made in the spring

of 1901, so that the construction of the Chase & San-
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born book is dependent upon the recollection of the

witnesses now called by defendant. There are many

discrepancies in the statements concerning these books,

also many suspicious circumstances connected there-

with, and many facts which would tend to show that

the book is not sufficiently proven to constitute an

anticipation by prior use; but it will not be necessary

to burden the Court with these matters at the present

time, and it is sufficient to show, as I now proceed

to show, that the invention covered by my patent in

suit was made by me one year before the spring of

1901, the time when the Chase & Sanborn book is

alleged to have been made.

The facts regarding the making of my invention

are as follows: In the spring of the year 1900, at the

City and County of San Francisco, I was engaged in

the printing and bookbindery business, and amongst

other things was making and selling manifold books.

At that time I conceived the idea of the book em-

bodied in and covered by my patent, and explained

it to my brother, Harry Levison, making a rough

model at the time, which fully demonstrated and ex-

emplified my idea. My brother thoroughly under-

stood the same. Shortly thereafter, in August, 1900,

I explained the idea to the foreman of our bindery

at San Francisco, Mr. Berling, by calling him in my
office and explaining the same to him in detail, tell-

ing him exactly what the invention was, and instruct-

ing him to make up for me a complete book contain-
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ing the said invention. Under my direction he made

me a sample book embodying the said invention, which

I kept for some little time in the drawer of my desk

in my office. This was some months prior to the date

of the expiration of the Barlow patent, No. 297,556,

which patent expired on April 29, 1901, and as my
book appeared to be an infringement upon the claim

of the Barlow patent aforesaid, I concluded not to

patent or to put my book upon the market until after

the expiration of the Barlow patent, because I did not

want to infringe upon the Barlow patent. I was ig-

norant of patent law at that time, and did not know

that I could secure a patent for an improvement on

another patent before the other patent had expired.

However, the fact is that I fully made and completed

the invention and constructed a book in every respect

containing the same, in the summer of 1900, and made

preparations to manufacture and put it on the market

as soon as the Barlow patent should expire in the fol-

lowing April, and soon after the expiration of the

Barlow patent, I did put my invention upon the mar-

ket. It met with great success from the start and

has proved to be a thing of great utility. These facts

can be corroborated by my brother, Harry Levison,

and by my foreman, Theodore Berling. Inasmuch

as my invention was made and completed and ready

for actual use about one year prior to the date when

the Chase & Sanborn books are said to have been

made and delivered, I am advised by my counsel,
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and I submit to the Court that the alleged Chase &
Sanborn books can not operate as an anticipation of

my patent or affect it in any manner whatever.

HANO BOOK.

The affidavit on behalf of defendant in reference

to this book claim that in or about the year 1895,

Philip Hano & Co. of New York, put upon the mar-

ket a triplicate book identical with one produced,

which is marked "Defendants' Exhibit B/L 189^

Book." No one of these original books is produced,

and this exhibit is one recently made and sold by

Philip Hano & Co. in infringement of my patent.

The exhibit bears on its face in printing a refer-

ence to the Interstate Commerce Act of June 27, 1908,

and, therefore, was made after that date. It is sim-

ply one of the infringing books made by Philip Hano

& Co. since 1908, and for which they are liable to me

as infringers of my patent. The affidavit of Philip

Hano says:

"In or about the year 1895 I engaged as our

Western salesman, W. E. Cooper, who had pre-

viously acted as salesman for Barlow Brothers,

of Grand Rapids, Mich., which concern is one

of the oldest bill of lading and shipping receipt

manufacturers in the United States. Mr. Cooper

desired to make a specialty of triplicate bill of

lading books, having had particular experience

with those manufactured under the Barlow pat-

ent, No. 297,556, of April 29, 1884. We did not
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wish to infringe upon the subject matter of this

patent, which in its commercial form embodied
an unattached carbon sheet two-thirds of the

length of the sheet to be written upon, and I ac-

cordingly got up a bill of lading book or pad
identical with that marked 'Defendants' Exhibit

Hano B/L Book' which by reference I make a

part of this affidavit. I believed that my book
would be more convenient in use than the Barlow
construction, by reason of having carbon sheets

bound into and forming a part of the pad. I

did not then consider and do not now regard such

a feature as constituting anything in the nature

of an invention, and did not apply for letters pat-

ent therefor, although I have obtained a number
of letters patent."

In reference to the above it is to be observed, in

the first place, that the time is stated vaguely and in-

definitely. It is said to be "in or about the year

1895." This does not definitely fix the year and is

wholly insufficient as proving the date of an anticipa-

tion.

In the next place, it is stated by Hano that at the

time in question he engaged W. E. Cooper as his

Western salesman; but Mr. Cooper's affidavit is not

produced, nor is there any record evidence of his

employment. If it were a fact, undoubtedly the rec-

ords of Philip Hano & Co. would show it. Why were

not these records or some reference thereto produced?

Mr. Hano then states that Cooper desired to make

a specialty of triplicate bill of lading books, but did.
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not wish to infringe upon the Barlow patent, No.

297,i;£;6, and accordingly he got up defendants' ex-

hibit Hano B/L book 1891;, but on reference to this

exhibit it will be seen to be a direct infringement of

the Barlow patent, No. 297,556.

Mr. Hano says that he has obtained a number of

letters patent, and presumably he is acquainted with

patent matters. The most casual comparison of his

alleged 1895 book will show it to be an infringement

of the Barlow patent. This fact throws discredit

upon his statements, certainly enough discredit to

make them liable to serious suspicion. Mr. Hano

then says that he did not consider the deyice as con-

stituting anything in the nature of an invention; but

in this respect he is directly at war with the decision

of this Court and of the Circuit Court of Appeals for

the Ninth Circuit in the Kitchen case.

Mr. Hano then says that he manufactured and sold

throughout the United States many thousands of these

books "at least as early as the year 1895 ^^id has con-

tinued to do so ever since." I am advised that this

statement is entirely too general, vague, and indefinite,

for the purposes of anticipation. He does not instance

any particular sale at any particular time to any

particular person, nor produce any particular book

which was then sold. In the absence of such state-

ments it is too vague and general merely to state that

he sold thousands of books. To prove an anticipation,
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I am advised that it is necessary to give the name

and present address of the party who is alleged to

have made the prior use, and the place where the

same was used. A general statement of the kind re-

ferred to, I am advised by my counsel, is insufficient,

and I submit to the Court that the affidavit of Mr.

Hano is not of that character of evidence necessary

to uphold and show an anticipation by prior use. I

again call the attention of the Court to the fact that

Mr. Hano is not a disinterested party inasmuch as

his company is infringing upon my patent and is lia-

ble therefor.

The affidavit of John McEwen, who is foreman in

the bindery of Philip Hano & Co., is produced to sub-

stantiate Mr. Hano's affidavit, and appears to be sim-

ply one of these cases where an employee is given an

affidavit to sign substantiating the statements made by

his employer, and the only additional thing in his

affidavit is the statement that he shipped an order of

7,000 pads to Standard Oil Co. of New Jersey, at least

as early as 1895. If this be a fact, there must be some

record of it, but no record is produced of this fact

and it appears merely to be the general recollection

of the witness, which character of evidence, I am ad-

vised by my counsel, is insufficient.

The affidavit of Bernard Hano is also produced

and he also is in the employ of Philip Hano & Co. as

a salesman, and is the brother of Philip Hano. He
merely says that he has read Philip Hano's affidavit,
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and the facts stated therein are true, and that he has

an independent recollection thereof. His statement

is the same as that of the others, that "at least as

early as the year 1891;" those books were sold. The

form of the statement shows that it is merely his gen-

eral recollection as no records are produced.

In response to the demand of defendants' counsel

for the production of my license agreement with Chas.

S. Binner Co. of Boston, on June 4, 1902, together

with letters relating thereto, I herewith produce and

attach to this affidavit a copy of said license agree-

ment, but can not produce any of the letters mentioned

for the reason that they were destroyed in the San

Francisco fire of April i8th, 1906. In explanation

of and in reference to this license and others of the

same nature, I desire to say that in May, 1902, I

started from San Francisco on a trip throughout the

various cities of the United States for the purposes of

selling license rights under my letters patent sued on

herein. It was on this trip that I signed up the

license with Chas. A. Binner Co. of Boston, referred

to, and in addition thereto I visited and issued licenses

in the following cities: New Orleans, Memphis, St.

Louis, Chicago, Cincinnati, Philadelphia, Boston,

New York, Rochester, Buffalo, Cleveland, Detroit,

Milwaukee, Kansas City, Denver, Seattle, Portland

and Los Angeles, all of the same being under sub-

stantially the same terms as the Binner license. In
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entering into these various license contracts, my cus-

tom was to first show the book to the party in ques-

tion and explain its construction, mode of operation

and merits. These licenses were taken up by the

parties in question after a full demonstration to them

of the book. In two or three instances, the parties

I approached stated that they thought there was

nothing new in the book but that the same had been

in use; and in those instances I requested the parties

to show me such book as they had been referring

to, and they invariably brought out and showed me

a book containing loose carbon sheets unbound, sub-

stantially the same as the Barlow book, and there-

upon I pointed out to them the difiference between

my book and the Barlow book and they then recog-

nized the difiference, and every one of these people

thereupon signed the license agreement, being con-

vinced that they had been mistaken. The other peo-

ple to whom I went all recognized the book as some-

thing new and novel, and nowhere during my trip,

which extended all over the United States, did I

find any book on sale containing my invention, nor

did I find any person in the business who challenged

its novelty other than the tvs^o or three persons here-

inabove referred to who afterwards receded from

their position in that regard and took out licenses.

In fact, this trip convinced me that my book was

entirely new and novel to the trade in the Eastern

States, as I could find nothing like it on sale. These
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license agreements were taken between May 6 and

June 21, 1902.

While I was in New York, I called at the office of

the Kidder Press Co., who told me that they built the

press for the Carter-Crume Co. I showed them my
patented book and they looked at it as a new and

novel device, and said that they would build new

presses for manufacture of the same, but before I left

they handed me a printed contract under which if I

bought a machine from them I would have to agree

not to use it for the manufacture of sales slips or

counter check-books, as they were under contract to

the Carter-Crume Co. not to sell these machines ex-

cept on such conditions. Recently, in July, 191 1, I

wrote to the Kidder Press Co. regarding the pur-

chase of such a machine, and they answered me by

letter of July 21, 191 1, saying that they could not sell

me one of these machines except under the restric-

tions referred to prohibiting their use for the manu-

facture of cash sales slips and counter check-books

by reason of the fact that they were under contract

to that effect with the Carter-Crume Co. In this let-

ter they enclosed me a copy of the form of contract

they used in selling the Kidder Press, and they con-

tained the restriction above referred to. I have

reached from this the conclusion that the Carter-

Crume Co. which is now succeeded by the American

Sales Book Co. was endeavoring to maintain a

monopoly of the manufacture of cash sales slips and
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counterchecks by thus prohibiting the Kidder Press

Co. from selling their presses except under the re-

strictions aforesaid. The president of the Kidder

Press Co., S. J. Moore, is likewise the president of the

Pacific Burt Co., Ltd., one of the defendants in this

case" (Rec, p. 130).

It will be noted that in the year 1902, Mr. Levison

visited the cities of New Orleans, Memphis, St. Louis,

Chicago, Cincinnati, Philadelphia, Boston, New
York, Rochester, Buffalo, Cleveland, Detroit, Mil-

waukee, Kansas City, Denver, Seattle, Portland and

Los Angeles, and in each and all of said cities he

issued licenses, under the patent in suit, to parties

doing business in those cities. If his book was al-

ready in general use, as the defendants' affidavits rep-

resent, it would have been impossible for him to

have prevailed upon business men to pay license fees

for the exclusive rights to sell such a book. It will

be noted, he even exhibited his book in the office

of the Kidder Press Company, of which the president

is now Mr. S. J. Moore, who is also president of the

Pacific Burt Company, one of the defendants herein.

The Kidder Press Company was then making the

presses for the Carter-Crume Company, but those

seen by Mr. Levison in the office of the former com-

pany looked upon his book as novel. If the Carter-

Crume Com.pany was then making these books, as

alleged, it is certainly strange that the Kidder Press
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Company's representatives looked upon the Levison

book as novel.

It will also be noted that in two or three instances,

while on this extended trip, Mr. Levison was in-

formed bv parties, whom he was endeavoring to

secure as licensees, that his book was then in use.

On being requested to show him such a book, they

brought out a book of the Barlow type with loose

carbon. On having the difference between the books

called to their attention, these parties took out licenses

under the Levison patent in suit. The foregoing

merely shows how easily one may be mistaken as to

the exact construction of a device not actually before

them.

From the foregoing, it appears that the first alleged

prior use, that of Sacs & Co., is supported by the

single affidavit of one man, Mr. Henning, who tes-

tifies to the same from recollection. His testimony

is unaccompanied by any book referred to by him.

The alleged exhibit of the Sacs book is not one of

the early books referred to by this witness but is a

book made up at some indefinite time which is not

shown.

The second alleged use, that of Chase & Sanborn,

is alleged to have been in 1901, but such use is met

by affidavits of three persons to the effect that Levi-

son's invention ante-dated the same by at least one

year, said invention having been made in the middle
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of 1900. Hence the Chase & Sanborn prior use is of

no avail.

The third alleged prior use is that of Hano & Co.,

which is sought to be substantiated solely by the rec-

ollection of the witnesses. Hano & Co. is an infringer

of the Levison patent and such evidence, therefore,

is not disinterested. No exhibit book is produced

which is proved to have been made prior to the date

of Levison's invention, but several exhibits are pro-

duced which were recently made up for the purposes

of this case and the witnesses merely say that the

early books, which are alleged to anticipate, were

similar to these exhibits.

In view of the foregoing, the trial Court was jus-

tified in granting the preliminary injunction. The

following authorities clearly show there was no abuse

of discretion by such Court.

In the case of Parker vs. Stebler, et al., 177 Fed.,

212, his Honor, Judge Gilbert, speaking for this

Court, said:

"In view of all the testimony, some of which

is conflicting, on this branch of the case, we are

not prepared to say that the trial Court was in

error in holding that the evidence was insufficient

to show that the Ruggles invention anticipated

the Bryan invention or was a successful device,

but that, on the contrary, it was a disappointment

to Ruggles and was a failure and was discarded

by him. It is well settled that the defense of

prior use must be established by evidence which
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proves it bevond a reasonable doubt. The ques-

tion of Roveltv is a question of fact. Turrill vs.

Michifran Southern R. R. Co., i Wall., 491, 17

L. Ed., 668. And it has been held that the oral

testimony of many v^^itnesses, if unsupported by

any evidence consisting of documents or things,

must be very reasonable or very strong to estab-

lish the defense of prior use. The Barbed Wire

Patent, 143 U. S., 27^, 12 Sup. Ct, 443, 450,

36 L. Ed., ii;4; Deerin^ vs. JFinona Harvester

Works, 155 U. S., 286, i^ Sup. Ct., 118, 39 L.

Ed., 153. In the present case no physical evi-

dence of the Ruggles invention is produced in

evidence save a truck which was made for use

in evidence, constructed from memory seven years

after the original truck had disappeared from

view. The irons which are produced and which

were taken from the first experimental truck

made by Ruggles can not be said to furnish physi-

cal evidence of his invention, for only a portion

of those irons was produced, and those which

were produced obviously could not be used, fash-

ioned as they are, in the device which is exhibited

as the Ruggles invention. In Cantrell vs. Wal-

lick, iiy U. S., 689, 6 Sup. Ct., 970, 29 L. Ed.,

1017, the Court said:

" 'The burden of proof is upon the defendants

to establish this defense. For the grant of letters

patent is prima facie evidence that the patentee is
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the first inventor of the device described in the

letters patent and of its novelty.'

"And in the Barbed Wire Patent Case the Court

said:

" 'The frequency with which testimony is tor-

tured or fabricated outright, to build up the de-

fense of prior use of the thing patented, goes far

to justify the popular impression that the inventor

may be treated as the lawful prey of the infringer.'

''In brief, the courts have recognized the rule

that the oral testimony of witnesses speaking from

memory only in respect to past transactions and

old structures claimed to anticipate a patented

device, physical evidence of which is not pro-

duced, is very unreliable, and that it must be so

clear and satisfactory as to convince the Court

beyond a reasonable doubt before it will be ac-

cepted as establishing anticipation. Knicker-

bocker & Co. vs. Rogers (C. C), 6i Fed., 297;

Pratt et al. vs. Sencenbaugh et al. (C. C), 64

Fed., 779; Wickes vs. Lockwood (C. C), 65 Fed.,

610; Singer Mfg. Co. vs. Schenck (C. C), 68

Fed., 191 ; Emerson Electric Mfg. Co. vs. Van

Nort Bros. (C. C), 116 Fed., 974; Pettibone,

Mulliken & Co. vs. Penn. Steel Co. (C. C), 133

Fed., 730."

To the same effect is the case of Mast vs. Dempster,

82 Fed., 327, wherein it is said:
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"The defense of prior use should be supported

by evidence beyond a reasonable doubt, and the

unsupported statement of a single witness that a

machine embodying the invention was constructed

and put in operation before the application is in-

sufficient when unaccompanied by any drawings

or exhibits thereof."

WENDE PATENT.

This patent is to be found at page 214 of the

record. It discloses a triplicating manifolding book

built up of two distinct series of record sheets. The

sheets of one series are one-half as wide as the sheets

of the other series. The wide sheets are divided into

two substantially equal parts. Two carbon sheets,

each carbonized only on one side, are used. In many

respects this Wende book is similar to the Bengough

book which was considered by this Court in the

Kitchen suit. It is but necessary to glance at this

Wende book to perceive it is no anticipation of the

Levison book. It contains no record sheets divided

into substantially three equal parts and it contains no

double carbon sheets. If we had known of this Wende

patent at the time of the Kitchen suit was being tried,

we, ourselves, would have put it in evidence, as we

did others of a similar nature, to conclusively prove

that it required the exercise of the inventive faculties

to create the Levison book. The complicated con-

struction of this Wende book and the obvious diffi-
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ciilties one would experience in using it, prove, be-

yond a doubt, that it required unusual skill to create

a book as simple in construction and as convenient to

handle as is the Levison book. "To attain absolute

simplicity is the highest trait of genius."

LOWE PATENT.

This patent (Rec, p. 224) likew^ise discloses a

book containing two single-faced carbons. As the

patentee says, the record sheets are of semi-transparent

paper. It is absolutely necessary that one division

of such sheets be transparent because the record is

made upon the underside thereof and in reverse posi-

tion and must, therefore, be read through the paper

to be legible. This patent, therefore, is similar, in

construction, to the Perry patent which was consid-

ered by this Court in the Kitchen case. In that case,

we pointed out that the use of thin, transparent paper

was impractical for permanent records. From the

foregoing, it is obvious this Lowe books differs in

construction and mode of operation from the Levison

book.

O'HARA PATENT.

This patent (Rec, p. 236) discloses books in which

the carbon is held by a clasp which is mounted on

a bar pivotally connected to one end of the cover of

the book. A duplicating and a triplicating book are

shown. In the triplicating book, a transparent sheet
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must be used. In neither of these books are there

record sheets divided into three substantially equal

parts. Also, the record sheets and the carbon are

not bound together to form the book. As we have

pointed out, the carbon is held by a clasp mounted

on a pivoted bar. In this latter respect, this O'Hara
book is similar to the complicated Doughty book

considered by this Court in the Kitchen case.

DOUGHTY PATENT.

This patent (Rec, p. 232) was fully considered

by this Court in the Kitchen case. A book, made

in strict accordance with this patent, was before the

Court. Like the O'Hara book, the carbon in the

Doughty book is held by a clamp mounted on the

free ends of arms pivotally connected to one end of

the book cover. These arms must be swung back

and forth in using the book. It is evident that the

carbon and record sheets in this book are not bound

together. The complicated construction of this book

also conclusively demonstrates that more than ordi-

nary skill was required in the creating of the Levi-

son book, which is simplicity itself.

As we have pointed out, the carbon and record

sheets in this Doughty book are not bound together.

The carbon is held in a clamping device entirely

separate and distinct from the record sheets. Each

of the Levison claims is limited to a book in which

the "stubs" (of the record sheets) "and one side of
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the carbon sheet being all bound together to form

a book." By this simple construction, Levison was

enabled to dispense with the awkward and compli-

cated carbon supporting structure of the Doughty

book.

The defendants in this case certainly have our

sympathy if they were advised by opposing counsel

that they could not make the Doughty book without

violating the injunction issued herein. This Court

having distinctly differentiated the Doughty book

from the Levison book by pointing out that the

Doughty carbon was held by such an independent

supporting structure, there is, of course, no excuse

for such erroneous advice. For defendants' sake, we

trust it was not followed.

In connection with this matter, we wish to state

that the writ of injunction (Rec, p. i66) is couched

in general terms by which the defendants are di-

rected to cease the manufacture and sale of books

embodying the inventions covered by the three

claims relied on. No specific construction is men-

tioned therein and, of course, this Court having here-

tofore differentiated the Doughty book from such

inventions, it is obvious that defendants under the

general terms of the injunction, are not restrained

from making the Doughty book. If there has been

any error committed, it is the error of opposing

counsel in giving their clients the absurd advice re-

ferred to in appellants' brief.
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DISCRETION OF THE LOWER COURT.

It appears that complainants, after a long and ex-

pensive litigation against another party, established

the validity of the patent in suit. The complainant

company is a small institution, financially weak, and

having, as its principal asset, the said patent. By
reason of this patent, it has been able to build up a

moderate sized business in San Francisco. The de-

fendant, Pacific Burt Company, is a large concern

with extensive resources. It is obvious that the

manufacture of the infringing book forms but a trif-

ling part of its business. The fact that it, one of the

largest corporations in the country in this particular

line of business, was willing to and did simulate the

complainant company's cover design in order to trade

on complainants' reputation in respect to the manu-

facture of such a type of book, clearly shows that

it has not built up for itself any trade in such books.

On the other hand, the manufacture of these books

forms the most valuable part of the complainant

company's business. It is seen, therefore, that the

denial of the injunction would have caused such

complainant irreparable injury and damage. Such

a denial would have been, in efifect, notice to the

public that they were free to make the Levison book.

Undoubtedly, complainants' other competitors would

have been quick to take advantage of such a state

of affairs and the market would have been flooded
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with infringing books to complainants' great damage

and injury. On the other hand, the granting of the

injunction was obviously of small moment to the

defendants and has caused them little, if any, damage.

They are licensed to make the Doughty triplicating

book and evidently have built up a trade in the same.

Therefore, by reason of the injunction they are not

prevented from the manufacture of triplicating books

generally. The foregoing facts justified the lower

Court in granting the injunction and thereby keeping

matters in statu quo until the final hearing on the

merits. In matters of this kind, it has always been

customary for the courts to consider the balance of

convenience or inconvenience to the one party or the

other, and, if the denial of the injunction would be

a greater detriment to the complainant than the

granting of it would be to the defendant, then to

grant it. This is the general rule. By reason of this

rule, the granting or denial of injunctions rests in

the sound discretion of the Court.

In the case of Kryptok Co. vs. Stead Lens Co.,

190 Fed., 767, the Circuit Court of Appeals for the

Eighth Circuit said:

"Established principles of equity jurisprudence

are: . . . (2) that when the injury to the

applicant, if the preliminary injunction is re-

fused, will probably be greater than the injury

to the opponent if it is granted, it should be is-

sued, while if the contrary is the probable result
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the application for it should be denied. Russell

vs. Farley, 105 U. S., 433; Shubert vs. Wood-

ward, 167 Fed., 47."

This cause w^ill be heard at the July Term of the

lower court. It is, therefore, probable that a final

hearing will be had before the October Term of this

court, prior to which there is, we understand, little

likelihood of this appeal being disposed of.

CONCLUSION.

We believe that the record herein fully justifies

the action of the lower court and that no abuse of dis-

cretion has been shown. We, therefore, submit that

the order of the lower court should be affirmed.

Respectfully submitted.

JOHN H. MILLER,
WM. K. WHITE,

Counsel for Appellees.




